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SUMMARY
On August 15, 2017, the Federal Circuit issued a decision in Visual Memory LLC v. NVIDIA
Corp. that provides a favorable decision applicants and patentees can rely upon in seeking to obtain and defend patent claims directed to computer-implemented inventions.
Specifically, the Federal Circuit held that a patent “claim[ing] an improvement to computer memory” is not directed to an abstract idea and is therefore patent-eligible under Alice
Corp. Pty Ltd. v. CLS Bank Int’l, ___ U.S. ___, 134 S.Ct 2347 (2014).

The Technology at Issue
The patent at issue provides a memory system with programmable operational characteristics that
can be tailored for use with multiple different processors without the accompanying reduction in
performance. The claimed technology overcame some of the disadvantages of the prior art memory
systems that “lacked versatility because they were designed and optimized based on the specific
type of processor selected for use in that system.”

The District Court Decision
Visual Memory sued NVIDIA for infringing its U.S. Patent No. 5,953,740. The U.S. District Court for
the District of Delaware granted NVIDIA’s motion to dismiss after ruling that the asserted claims were
unpatentable under 35 U.S.C. § 101 as directed to an “abstract idea of categorical data storage.”

The Federal Circuit’s Analysis of the Abstract Idea Exclusion
Under the Supreme Court’s Alice decision, the Federal Circuit, district courts, and the U.S. Patent and Trademark Office employ a two-step process for assessing whether claims are directed to
patent-eligible subject matter under Section 101, namely:
1. “determine whether the claims at issue are directed to one of those patent-ineligible concepts,”
such as an abstract idea, and
2. “analyze whether the claim elements, either individually or as an ordered combination, contain
an ‘inventive concept’ that ‘transforms the nature of the claim into a patent-eligible application.’”
Beginning its analysis with Alice step one, the Court noted that it “must articulate with specificity what
the claims are directed to… and ask whether the claims are directed to improvement to computer
functionality versus being directed to an abstract idea.” The Court then referenced two recent cases,
Enfish, LLC v. Microsoft Corp., 822 F.3d 1327 (Fed. Cir. 2016), and Thales Visionix Inc. v. United
States, 850 F.3d 1343 (Fed. Cir. 2017), and determined that the ‘740 patent’s claims demonstrate that
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they are directed to “an improved computer memory system,
not to the abstract idea of categorical data storage” in which a
computer is used merely as a tool.
In assessing the ‘740 patent claims, the Court recognized that
the ‘740 patent’s teachings “obviate the need to design a separate memory system for each type of processor... and, at the
same time, avoid the performance problems of prior art memory systems.” Analogizing the self-referential table in Enfish and
the motion tracking systems in Thales, the Court concluded that
the claims at issue “are directed to a technological improvement: an enhanced computer memory system.”
The Court faulted the district court’s reliance on “the patentineligible claims in Content Extraction & Transmission LLC v.
Wells Fargo Bank, 776 F.3d 1343(Fed. Cir. 2014) and In re TLI
Communications LLC Patent Litigation, 823 F.3d 607 (Fed. Cir.
2016)” as “misplaced.” The Court stated that “[t]he claims in
Contract Extraction and TLI Communications were not directed
to an improvement in computer functionality, which separates
the claims in those cases from the claims in the current case.”
Finding that the asserted claims are not directed to an abstract
idea, the Federal Circuit did not reach step two of Alice, and
rather concluded that the claims are patent-eligible.

Patent-Eligibility for Computer-Implemented
Inventions
This decision provides another helpful fact pattern for application of the first Alice step that can be used by both patent applicants and patentees.
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Amdocs (Israel) Limited v. Openet Telecom, Inc., 841 F.3d 1288
(Fed. Cir. 2016), in which the Federal Circuit explicitly stated
that “the decisional mechanism courts now apply is to examine
earlier cases in which a similar or parallel descriptive nature
can be seen.”
In conclusion, the Visual Memory court provides a favorable
decision under step one of the Alice analysis. Visual Memory,
Enfish, BASCOM Global Internet Services, Inc., v. AT&T Mobility LLC, 827 F.3d 1341 (Fed. Cir. 2016), and McRO, Inc. v.
Bandai Namco Games America, 837 F.3d 1299 (Fed. Cir. 2016),
(upholding claims under step one of the Alice inquiry) are
emerging post-Alice decisions that provide examples of claims
that are patentable under Alice. Given the common law approach adopted by the Federal Circuit, these decisions provide
“guideposts” that applicants and patentees can use in seeking
to obtain and defend claims directed to computer-implemented
inventions.
In view of the continuing legal developments regarding the patentability of computer-implemented inventions, applicants continue to be well-served by developing patent applications that
tell a problem/solution story, and that provide improvements
over and solutions to disadvantages of prior art technology.
Saul Ewing attorneys regularly assist clients with drafting and
prosecuting patent applications in the software field. If you
have any questions about this Client Alert or would like more
information, please contact Greg Bernabeo, Weiguo (Joe) Zhou,
one of the other attorneys in our intellectual property practice, or the attorney in the Firm with whom you are regularly in
contact.

The Visual Memory decision follows the Federal Circuit’s 2016
Enfish decision. In Enfish, the claimed invention was directed to
“an improvement in the functioning of a computer,” as contrasted with “simply adding conventional computer components
to well-known business practices,” and thus satisfies step one
of the software Alice framework. This rationale provides help
and support for the patentability of many software patent applications, namely those that include claims reciting a specific
improvement to existing technologies.

This Alert was written by Gregory S. Bernabeo and Weiguo Zhou, members of the firm’s Intellectual Property Practice. Gregory can be reached
at 610.251.5775 or gbernabeo@saul.com. Weiguo can be reached at
617.912.0965 or wzhou@saul.com. This publication has been prepared by the
Intellectual Property Practice for information purposes only.

In Visual Memory, the Federal Circuit adopted a classic common law approach for analyzing patent eligibility without citing

© 2017 Saul Ewing LLP, a Delaware Limited Liability Partnership.
ALL RIGHTS RESERVED.

Baltimore, MD
500 East Pratt St.
Charles O. Monk, II
410.332.8668

Boston, MA
131 Dartmouth St.
Sally E. Michael
617.723.3300

Chesterbrook, PA
1200 Liberty
Ridge Dr.
Michael S. Burg
610.251.5750
Nathaniel Metz
610.251.5099

Harrisburg, PA
2 North Second St.
Joel C. Hopkins
717.257.7525

Newark, NJ
One Riverfront Plaza
Stephen B. Genzer
973.286.6712

The provision and receipt of the information in this publication (a) should not be
considered legal advice, (b) does not create a lawyer-client relationship, and
(c) should not be acted on without seeking professional counsel who have been
informed of the specific facts. Under the rules of certain jurisdictions, this
communication may constitute “Attorney Advertising.”

New York, NY
555 Fifth Ave.
212.980.7200

Philadelphia, PA
1500 Market St.
Bruce D. Armon
215.972.7985

Pittsburgh, PA
One PPG Place
David R. Berk
412.209.2511
Charles Kelly
412.209.2532

Princeton, NJ
650 College Rd. E
Marc A. Citron
609.452.3105

Washington, DC
1919 Pennsylvania
Ave, NW
Mark I. Gruhin
202.342.3444
Andrew F. Palmieri
202.295.6674

Wilmington, DE
1201 North Market St.
Suite 2300
William E. Manning
302.421.6868
Wendie C. Stabler
302.421.6865
2

