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An Ever Evolving USPTO — Updates and Insights

Presented by: 
Ted Behm, Partner and Domingos Silva, Partner

DISCLAIMER
The content of this presentation has been prepared by Saul Ewing for informational purposes only. The provision and receipt of the information in these presentation materials should not be considered legal advice, does not
create a lawyer-client relationship, and should not be acted on without seeking professional counsel who have been informed of the specific facts. Should you wish to contact a presenter to obtain more information regarding
the particular circumstances involving your company or institution, it may be necessary to enter into an attorney/client relationship.
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Insights into the New USPTO’s 
Philosophy on IP
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The New Head of the USPTO: John Squires
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The Squires’ Team
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Deputy Under Director: Coke Stewart
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Stewart: Bifurcated Responsibility of IPR 
Institution Decisions

More on this later!
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Stewart: “Settled Expectations” Factor in Patentability

© Copyright 2026 Saul Ewing LLP

Apple v. Squires: (nearly) Absolute Discretion
• Apple Inc. v. Fintiv, Inc., IPR2020-00019, 2020 WL 2126495 (P.T.A.B. Mar. 20, 2020) 

(“Fintiv” factors created)
• (1) whether a stay exists in the parallel litigation or would likely be granted if a proceeding is instituted;
• (2) proximity of the court’s trial date to the PTAB’s projected statutory deadline for resolution of the post-grant proceeding;
• (3) investment in the parallel proceedings by the court and parties;
• (4) overlap between issues raised in the petition and in the parallel litigation;
• (5) whether the petitioner and the defendant in the parallel litigation are the same party; and
• (6) other circumstances that impact the PTAB’s exercise of discretion, including the merits.

• Suit under the Administrative Procedure Act (“APA”) to prohibit the PTAB from applying Finitv
factors in the absence of notice-and-comment rulemaking, as well as because they exceeded the 
Director’s statutory authority.

• Ruling that notice-and-comment rulemaking will not be required for any “instructions” to the 
PTAB for making institution decisions.

• Director has unbounded discretion (short of some Constitutional infirmity) to reject institution.

*Apple Inc. v. Squires (Fed. Cir. 2026) (decision Feb. 13, 2026)
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Wild Card: Secretary Lutnick
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Secretary Lutnick on “Patent Tax”
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Is a Patent Tax Forthcoming?
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Squires: Reigning in §101 
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Bilski Brief: Reigning in §101 Challenges
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Statements to Senate Subcommittee: 
Frustration Over § 101 Law
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Statements to Senate Subcommittee: 
Signaling Expansive § 101 Approach
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Statements to Senate Subcommittee: Role 
of USPTO in Stimulating Economy
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Squires: Patentable Subject Matter
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Statements to Senate Subcommittee: 
Signaling Crypto and AI Patentability
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Statements to Senate Subcommittee: 
Signaling AI Patentability
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Statements to Senate Subcommittee: 
Signaling AI, Quantum Computing, Clean Energy, 
and Advanced Materials Focus
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But… Reversion to Standard System for 
“Green” Technology

© Copyright 2026 Saul Ewing LLP

Hope for AI Patent Applicants
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Legislative Activity
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Pending Legislation:  
Promoting and Respecting Economically Vital American 
Innovation Leadership (PREVAIL) Act

• Aims to bring PTAB procedures in line with those of District Courts.
• Aims to reduce potential overlap between proceedings in both forums.

• Adds standing requirement to bring an inter partes review (IPR) or post-grant 
review (PGR) petition.

• Imposes presumption of validity and requiring a showing of invalidity by 
“clear and convincing” evidence.

• Precludes defendants in District Court proceedings and respondents in ITC 
proceedings from later bringing IPR challenges at the PTAB.

• Attaches estoppel upon the filing of an IPR or PGR petition.
• Limits multiple challenges against the same patent.
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Pending Legislation:  
Patent Eligibility Restoration Act (PERA) 

• Aims to restore clarity, predictability, and competitiveness to U.S. patent system
• Aims to amend 35 U.S.C. § 101:

• Eliminate Supreme Court-mandated judicial exceptions (e.g., Alice/Mayo 
tests), such as “abstract ideas” or “laws of nature”.

• Introduce five specific statutory exclusions, restoring patent eligibility to 
diagnostics, software, and AI inventions:

1) mathematical formulas not part of a useful invention, 
2) mental processes, 
3) non-technical processes, 
4) unmodified human genes, and 
5) unmodified natural materials.

• Processes that cannot be practically performed without machine or manufacture 
are eligible.
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Updates and Changes at the USPTO: 
Patent Prosecution Considerations
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Improving Examination Efficiency & Reducing 
Pendency Times

Streamlined Claim Set Pilot Program
• Applicant petitions to have applications “made special,” expediting 

prosecution towards issuance of a first Office Action.
• Requirements:

• Noncontinuing original utility nonprovisional filed before October 27, 2025;
• Only one independent claim and 10 total claims;
• No multiple dependent claims;
• Petition must be filed before the first Office Action;
• Applicant agrees to  streamlined claim limits throughout prosecution.

• Pilot will remain open for one year or until each technology center 
accepts roughly 200 petitions, whichever comes first.
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Improving Examination Efficiency & Reducing 
Pendency Times

PPH Acceleration Program
• Fast-track US examination based on allowable claims from 

corresponding foreign application.
• Historically, average first-Action pendency of about 7.5 months, vs. 

>22 months for non-PPH applications.
• Now, examination of PPH applications is docketed so that first-Action 

pendency of PPH is about 50% of non-PPH applications.
• Requirements for submission to PPH still same, but smaller timewise 

benefit from participation in program.
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Improving Examination Efficiency & Reducing 
Pendency Times
“Historical" Programs
• Track I program:

• Pay additional fee of $903 / $1,806 / $ 4,515.
• Original non-provisional utility application filed under 35 U.S.C. 111(a), 

national stage entry under 35 U.S.C. 371, and/or filed with RCE.
• Four or less independent claims, thirty or less total claims, no multiple 

dependent claims.
• Request for an extension of time causes Track I status discontinued.
• Resolution (Final Action / Notice of Allowance) expected within 12 months.

• Petition to Make Special:
• Inventor over the age of 65 or in poor health.
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Updates and Changes in the Law: 
Selected upcoming cases

29

30



2/24/2026

16

© Copyright 2026 Saul Ewing LLP

Supreme Court
Hikma Pharmaceuticals USA Inc. v. Amarin Pharma, Inc. (No. 24-889) 
• “Skinny Label” (or Section viii carve-out):  FDA-approved drug label for generic product that 

"carves out" patented, branded-drug indications.

• Under Hatch-Waxman Act;  allows for generic, lower-cost alternatives to enter the market for 
non-patented uses, before all patents on a drug expire.

Selected Facts

• Amarin’s Vascepa (icosapent ethyl) is approved for treating severe hypertriglyceridemia 
(SH indication) with a blood triglyceride at least 500 mg/dL and cardiovascular risk reduction 
(CV indication) for a patient having a blood triglyceride at least 150 mg/dL.

• Hikma obtained the FDA’s approval for SH and launched its generic product with a carveout that 
omitted CV claimed by method-of-use patents to Amarin.

• Amarin sued Hikma for induced infringement, arguing that Hikma’s label and public statements 
instructed physicians to use the generic product for the patented indication.
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Hikma Pharmaceuticals USA Inc. v. Amarin Pharma, Inc. (No. 24-889) 
Selected Facts

• DC Delaware (2022):  Dismissal at pleadings stage.

• Federal Circuit (2024):  Reversed
even if the skinny label alone may not encourage any infringing use for the patented CV 
indication, inducement was plausibly pled when the label was evaluated alongside the alleged 
nonlabelled materials, allowing the case to proceed. 

• SC:  Petition granted Jan 16, 2026
• 1. When a generic drug label fully carves out a patented use, are allegations that the generic 

drugmaker calls its product a “generic version” and cites public information about the 
branded drug (e.g., sales) enough to plead induced infringement of the patented use?

• 2. Does a complaint state a claim for induced infringement of a patented method if it does 
not allege any instruction or other statement by the defendant that encourages, or even 
mentions, the patented use?

Supreme Court
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Appealed to Supreme Court
Agilent Technologies, Inc. v. Synthego Corp., No. 25-570, 139 F.4th 1319
• Technology relates to modified guide RNAs used in CRISPR-Cas9 gene editing, but question before 

Court relates to burden of proving enablement of prior art references.

Selected Facts

• Synthego challenged Agilent’s patents at PTAB as allegedly being anticipated by a patent 
application to Pioneer Hybrid:  

• The Pioneer Hybrid patent application had been abandoned, recited only purely prophetic 
examples, and (according to Agilent) majority of examples simply did not work.

• But:  Rasmusson v. SmithKline Beecham Corp., 413 F.3d 1318 (Fed. Cir. 2005):  “proof of efficacy 
is not required” for a reference to anticipate.

• PTAB/Fed. Cir.: Agilent’s patents are invalid in view of Pioneer Hybrid patent applications.

• Agilent’s argument:
• Earlier printed publications used to challenge patent are improperly presumed to be enabling.
• Burden is improperly shifted to patent owner to prove that earlier printed publication is not

enabling.
• Rasmusson decision should be vacated or narrowed.
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Federal Circuit
Verizon Connect Inc. v. Omega Patents, LLC, No. 25-1994
Federal Circuit will hear challenge to a newly instituted USPTO policy.

Selected Facts

• Verizon challenged validity of Omega Patents’ vehicle tracking patent at PTAB. 

• PTAB found patent to be invalid.

• USPTO deputy director Coke Morgan Stewart vacated PTAB’s final decision and terminated case:
• Patent had previously been challenged seven times.
• PTAB review was not efficient use of resources and should not have been instituted.

• Verizon filed appeal to Federal Circuit.

• USPTO asked Federal Circuit to dismiss appeal:
• USPTO’s vacate order was a decision on whether to institute review, which is unappealable.

• Verizon stated that USPTO adopted unlawful position:
• Once a review is instituted, a final decision must be issued.
• USPTO is effectively shielding itself from review by the Court.
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Updates and Changes at the USPTO: 
Inter Partes Reviews
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Discretionary Denials: Precedential
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Discretionary Denials: Supported by Fed. Cir.
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Discretionary Denials: Non-Exhaustive Considerations

90 FR 48335
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Discretionary Denials: Four Recurring Scenarios

• Joinder “copycat” petitions.

• One-year time-bar fairness (will only proceed in “exceptional 
circumstances”).

• Repeat challenges after a non-instituted PGR.

• Favoring timely PGRs over IPRs for newly issued patents .            
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Discretionary Denials: Settled Expectations

• Strongest predictor of discretionary denial.

• Context-dependent.

• Younger patents typically lack strong-settled expectations.

• Well-supported showing can overcome age-based expectations (e.g., asserted 
against a different type of product).

• New claims not previously at issue will favor institution.
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Discretionary Denials: Length of Time for 
Settled Expectations

As of August 2025, IPRs generally denied for patents older than 6 years
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Discretionary Denials: The Data
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Discretionary Denials: The Data
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Discretionary Denials: The Data

• 61% denial rate for USPTO, majority of which were discretionary.
• Institution rate 50%, 5-year low.
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Discretionary Denials: The Data
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Discretionary Denials: The Data
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Discretionary Denials: The Data
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Proposal: New Rules Not to Challenge 
§§ 102/103 in Parallel Proceedings
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Pushback on New USPTO Policies
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Town Halls and Special Interest Groups
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Town Halls and Special Interest Groups
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Town Halls and Special Interest Groups
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Mandamus Briefing on IPR Institution Decision 
Rules- Unsuccessful (for now)
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Federal Circuit: AI Patent Eligibility
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Questions?
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